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Office Action Summary 



Application No. 

09/764,688 




Examiner 



Uyen-Chau N. Le 



Applicant(s) 

FITZMAURICE ET AL. 



Art Unit 



2876 



.. ^ MAILING DATE of this commun.cat ion appears on the cover sheet with the correspondence address - 

Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 

. If NO period for reply is specified above, the <^^^^^J^^ a Z^L to become ABANDONED (35 U.S.C. § 133). 
earned patent term adjustment. See 37 CFR 1.704(b) 



Status 

1)D 

2a)D 
3)D 



Responsive to communication(s) filed on . 

This action is FINAL. 2b)0 This action is non-final. 

Since this application is in condition for allowance except for formal matters prosecutor i as to the ments « 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 



Disposition of Claims 

4) 0 Claim(s) V/9 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 0 Claim(s) M9 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 1 )□ The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)D All b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2 □ Certified copies of the priority documents have been received in Application No. . 

3 □ Cop.es of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 

* See the attached detailed Office action for a list of the certified copies not received. 
14,D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application) 

a) □ The translation of the foreign language provisional application has been receded 
15)D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1) □ Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) 4 



4) □ Interview Summary (PTO-413) Paper No(s). — 

5) □ Notice of Informal Patent Application (PTO-1 52) 

6) Q Other: 



U S Patent and Trademark Office 

PTO-326 (Rev. 04-01) 



Part of Paper No. 5 
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DETAILED ACTION 



Claim Objections 

1 Claim 8 is objected to because of the following informalities: 

Re claim 8, line 2: Substitute " membershipO" with -- membership --. 
Appropriate correction is required. 



2. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 



rejections set forth in this Office action: 

t*\ A oatent mav not be obtained though the invention is not identically disclosed or described as set forth in section ,102 
of tnS iT hVd°ffe ences between'the subject matter sought to be patented and the prior art are such that the subjec 
ma te aTa whole would have been obvious at the time the invention was made to a person having ordinary skill in the 
ZloZ^ Object matter pertains. Patentability shall no, be negatived by the manner ,n wh.ch the mvenfon was 

made. 

3. This application currently names joint inventors. In considering patentability of the claims 
under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various claims was 
commonly owned at the time any inventions covered therein were made absent any evidence to the 
contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out the inventor and 
invention dates of each claim that was not commonly owned at the time a later invention was made in 
order for the examiner to consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), 
(f) or (g) prior art under 35 U.S.C. 103(a). 

4. Claims 1-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over Mackenthun (US 
5,969,318) in view of Brake, Jr. et al (US 6,032.136). 
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Re claims 1-19, Mackenthun discloses a method of providing a multiple-service card. The 
method comprises the steps of receiving an application for a multiple-service card from a consumer 10; 
communicating/transmitting the credit card information to a provider of credit services [40A-40I]; 
causing a multiple-service card to be sent to the consumer by the card manufacturing apparatus [22, 
23]. Request a card administrator 30; the card administrator 30 communicating with a card service 
engine [40A-40I]; the card service engine [40A-40I] communicating with card generator [22, 23]; the 
card generator [22, 23] communicating with the card administrator 30; the administrator 30 
communicating with the consumer 10 for confirmation (figs. 1-6; col. 4, line 30 through col. 10. line 

54). 

Mackenthun fails to teach or fairly suggest the steps of authorizing the credit card information; 
and the communicating to the service partner; and that the multiple-service card is configured for 
providing a primary party's services and a service partner's services. 

Brake Jr. et al teaches the above limitation by verifying the customer's information before 
adding a secondary service to the primary service 25 and both primary feature/indicia 72 and 
secondary feature/indicia 74 present on the multiple-service card (figs. 1-3; col. 4, line 58 through col. 
6, line 26). 

It would have been obvious to an artisan of ordinary skill in the art at the time the invention 
was made to incorporate the teachings of Brake Jr. et al into the teachings of Mackenthun in order to 
provide Mackenthun with a universal system, wherein the card can be used in multiple applications 
due to its multiple-services (e.g., primary service, secondary service, and other additional services, etc. 
(Brake Jr. et al: col. 5, lines 30-40)). Furthermore, such modification would provide Mackenthun with 
a more secure system, wherein the customer's identity can be verified via authorizing step, preventing 
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fraudulent user of the card. Accordingly, such modification would have been an obvious extension as 
taught by Mackenthun, well within the ordinary skill in the art, and therefore an obvious expedient. 



Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

The patents to Mackenthun (WO 99/27492); Sehr (US 6,085,976); Maes et al (US 6,016,476); 
and Mandelbaum et al (US 5,544,246) are cited as of interest and illustrate a similar structure to a 
multiple-service card system. 

6. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Uyen-Chau N. Le whose telephone number is 703-306-5588. The examiner can 
normally be reached on M-T and TR-F 8:30-7:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
MICHAEL G LEE can be reached on (703) 305-3503. The fax phone numbers for the organization 
where this application or proceeding is assigned are 703-308-7722 for regular communications and 
703-308-7724 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding should 
be directed to the receptionist whose telephone number is 703-308-0956. 
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